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Before WALLACH, TARANTO, and CHEN, Circuit Judges. 
PER CURIAM 

As relevant here, the district court awarded attorney’s 
fees under several different sources of legal authoriza-
tion.  We affirm the award, because we find no abuse of 
discretion to undermine the bottom-line result.  In so 
ruling, however, we think it worthwhile briefly to mention 
a few of the issues that we do not decide.  

Citing Fed. R. Civ. P. 37(c)(1), the district court ex-
cluded from consideration on the fees motion evidence the 
patentee submitted about its pre-suit investigation that it 
had earlier withheld in response to various discovery 
requests at the merits stage of the litigation.  In declining 
to disturb that exclusion, we do not consider whether Rule 
37(c)(1) should have been held inapplicable to the with-
holdings of evidence here on the ground that they did not 
involve the obligations stated in “Rule 26(a) and (e),” to 
which Rule 37(c)(1) refers.  The patentee did not present a 
challenge on that basis.  We also do not decide that an 
undisputedly legitimate invocation of privilege covering 
pre-suit investigations made at the merits stage (as 
Toshiba agrees occurred here) should bar later, full sub-
mission of withheld materials on the subject once merits 
litigation is concluded and fees are being litigated.  We 
need not address that question, because the district court 
found the materials submitted at the fees stage had been 
“cherry-picked.”   
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In addition, the district court’s opinion might be read 
as suggesting that the impropriety of a request for further 
discovery under Rule 56(d) can be shown simply by the 
fact that the requester later did not use the information 
received from the request—a proposition that Toshiba 
defends.  We do not approve any such broad proposition: a 
discovery request can be legitimate yet uncover no infor-
mation that turns out actually to be useful.  The district 
court seems to have awarded the fees at issue as a condi-
tion of approving the voluntary dismissal with prejudice 
under Rule 41(a)(2), whether or not other legal authoriza-
tions supported the fee award.  Using Rule 41(a)(2) in 
that way raises questions we need not answer.  We need 
not reach either the Rule 56(d) or Rule 41(a)(2) matters 
because the full fee award independently stands under 35 
U.S.C. § 285. 

AFFIRMED 


